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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AND APPEAL BOARD 
 
In the matter of Trademark Registration No. 1147309 
For the mark COHIBA 
Date registered: February 17, 1981 
 
AND 
 
In the matter of the Trademark Registration No. 1898273 
For the mark COHIBA 
Date registered: June 6, 1995 
 ------------------------------------------------------------------------x  
EMPRESA CUBANA DEL TABACO, d.b.a. 
CUBATABACO, 
 Petitioner, 
v. 
GENERAL CIGAR CO., INC. and CULBRO 
CORP. 
 Respondents. 

: 
: 
: 
: 
: 
: 
: 
: 
: 
: 

 
 
 
Cancellation No. 92025859  
 
 

 ------------------------------------------------------------------------X  
PETITIONER’S MOTION TO EXCLUDE RESPONDENT’S SUPPLEMENTAL 

EXPERT REPORT AND RELATED TRIAL TESTIMONY OR, IN THE 
ALTERNATIVE, TO RE-OPEN DISCOVERY CONCERNING THE SUPPLEMENTAL 

EXPERT REPORT 
 

Petitioner Empresa Cubana del Tabaco dba Cubatabaco (“Petitioner”) respectfully moves 

the Board, pursuant to Rule 37 of the Federal Rules of Civil Procedure and TBMP §§ 401.03, 

527.03, for an Order excluding the Supplemental Expert Report of General Cigar Co., Inc. 

(“Respondent”)’s purported expert, Richard Carleton Hacker (“Hacker”), and any trial testimony 

by Hacker related to same. 

In the alternative, if the Board denies this motion to exclude, Petitioner moves the Board 

to: re-open discovery for three (3) months to allow Petitioner to take discovery concerning the 

bases of the Supplemental Expert Report and a discovery deposition of Hacker on that 

Supplemental Expert Report; and suspend proceedings until completion of same. 
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INTRODUCTION 

On December 30, 2019: almost fifteen (15) months after the trial in this proceeding began; 

three (3) months after Petitioner’s testimonial period had ended; and two and a half (2.5) years 

after Respondent produced Hacker’s original May 2017 Expert Report and Petitioner deposed 

Hacker on same, Respondent surprisingly and untimely produced a Supplemental Expert Report 

by Hacker. This Supplemental Expert Report, inter alia: 

 Dedicates six (6) out of its thirteen (13) substantive paragraphs to the role of cigar podcasts 
in consumer confusion even though: Hacker never mentioned cigar podcasts in his original 
2017 Expert Report; and cigar podcasts, including those that Hacker cites in his 
Supplemental Expert Report, predate his 2017 Expert Report by at least seven (7) years.  
 
He specifically alleges that “U.S. podcast … listeners” “already know that Cuban and non-
Cuban cigars are completely different, that they are made in different countries, that Cuban 
cigars cannot be sold in the U.S., that Cuban and non-Cuban cigars smoke (i.e. taste) 
differently, and that there is no relationship between Cuban and non-Cuban cigars” and 
that “[t]hese cigar-related podcasts have only solidified the already-existing knowledge 
among American cigar smokers that the Cuban Cohiba and the non-Cuban Cohiba cigars 
are completely different from one another.” Supplemental Expert Report, at ¶¶ 11-12. 
 
The cigar podcasts Hacker cites to in his Supplemental Expert Report consist of literally 
thousands of hours of audio and video recordings, most of which predate the 2017 Expert 
Report.   
 

 Includes a new and previously undisclosed opinion that “cigar publications have … 
continued to confirm that premium cigar consumers are well-educated and sophisticated 
about the cigars they purchase and smoke.” Supplemental Expert Report, at ¶ 14.  
 
Hacker’s 2017 Expert Report did not cite to or rely on ‘cigar publications’ as evidence 
confirming that cigar consumers are well-educated and sophisticated about the cigar they 
purchase and smoke, even though cigar publications existed at the time of his original 2017 
Expert Report and he cited publications more generally to support another allegation in his 
2017 Expert Report. 
 
Respondent’s extremely late filing of this Supplemental Expert Report has seriously and 

impossibly prejudiced Petitioner and any attempt to rectify this prejudice – which would require 

(i) additional discovery, (ii) time to assess how to respond to Hacker’s citation to thousands of 

hours of audio recordings and (iii) a discovery deposition of Hacker on the Supplemental Expert 
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Report – would cause significant and undue delay in the trial. 

In addition, even if its untimeliness were not extremely prejudicial, the Supplemental 

Expert Report itself is an improper supplementation. It purports to provide new examples and 

illustrations to bolster the opinions in his 2017 Expert Report and to add a new opinion, both of 

which are clearly prohibited by the Board’s precedential decision in Gemological Inst. of Am., Inc. 

v. Gemology Headquarters Int’l, LLC, 111 U.S.P.Q.2d 1559 (T.T.A.B. 2014) and the TBMP.   

Respondent argued to Petitioner prior to submission of this Motion that its production of 

the Supplemental Expert Report on December 30, 2019 – which was after Petitioner’s trial 

testimonial period had ended – is proper because the Board’s determination of likelihood of 

confusion is based on the factual situation at the time of trial and more than two years had passed 

since Hacker’s 2017 Expert Report. If this were a sufficient justification, it would mean that 

respondents in all TTAB proceedings could file supplemental expert reports where at least two 

years, or potentially even less time, had passed between the filing of the initial expert report and 

respondent’s testimonial period. Such a scenario would totally defeat the very purpose of expert 

disclosures which is to lock the expert into a complete statement of all opinions to be expressed 

and the bases for same before trial so that the opposing party knows exactly what it is facing and 

can prepare its own case in chief, in addition to preparing for cross-examination and possible 

rebuttal.  

Even though it may be true that an expert can, up until the time of trial, supplement his or 

her expert disclosures with certain additional information not in existence at the time of the original 

expert report, which is not the case here, Respondent can come forward with no legitimate reason: 

why it did not disclose this Supplemental Expert Report before the close of discovery on August 

6, 2018 or, at least, by the start of trial on September 6, 2018; or why two years would be the 



4 
 

relevant period. 

In sum, Respondent has no right to file this as a supplemental report under any 

circumstances and, in any event, if it did have such a right, it slept on that right for too long.  To 

permit it to introduce this expert evidence now, at such a late stage, would be fundamentally unfair. 

The undersigned counsel declares that the factual statements in this Motion are true and 

correct. 

PROCEDURAL HISTORY AND STATEMENT OF THE FACTS 

It has been more than five and a half (5.5) years since the U.S. Court of Appeals for the 

Federal Circuit reversed the Board’s decision dismissing this matter on grounds of lack of standing 

and issue preclusion and remanded the proceeding to the TTAB for further proceedings. That 

Federal Circuit decision was itself issued more than four (4) years after the conclusion of the 

litigation between the Parties in federal court, Empresa Cubana del Tabaco v. Culbro Corp., 97 

Civ. 8399 (S.D.N.Y.) (“Federal Action”), which had suspended this proceeding since 1997.   

Now, this proceeding is finally almost at the end of the trial, with Petitioner’s testimonial 

period having closed and sixteen (16) days remaining in Respondent’s testimonial period.   

a. Procedural History  

In January 1997, Petitioner filed an application in the USPTO to register COHIBA for 

cigars and related goods on the basis of its Cuban registration, and a petition to cancel 

Respondent’s two registrations for COHIBA for cigars (Reg. Nos. 1147309, issued on February 

17, 1981, and 1898273, issued on June 6, 1995), which the PTO has cited against Petitioner’s 

application as likely to cause confusion.   

i. The Federal Action 

The cancellation proceeding was suspended on January 28, 1998, pending the outcome of 



5 
 

the Federal Action. 15 TTABVUE. 

After a lengthy bench trial that concluded in June 2003, the District Court enjoined 

Respondent’s use of the mark, and cancelled its registrations.  Empresa Cubana del Tabaco v. 

Culbro Corp., 2004 WL 925647 (S.D.N.Y. April 30, 2004). The court found, inter alia, that: 

 Respondent had abandoned its first registration and use of the COHIBA mark for cigars;  
 

 the Cuban COHIBA was well-known among U.S. cigar consumers prior to Respondent’s 
late 1992 application for registration and use of the mark (after a long period of 
abandonment), giving Petitioner priority under the well-known marks doctrine;  
 

 Respondent had intentionally copied the mark to exploit the fame of the Cuban COHIBA; 
and 
 

 there was a likelihood of confusion between the COHIBA marks.  
 
Empresa Cubana del Tabaco v. Culbro Corp., 70 U.S.P.Q.2d 1650 (S.D.N.Y. 2004).  

Without reaching the merits of the District Court’s factual findings or legal holdings, the 

U.S. Court of Appeals for the Second Circuit reversed and vacated the District Court’s judgment 

on the basis of the Cuban Assets Control Regulations (“CACR,” 31 C.F.R. Part 515). Empresa 

Cubana del Tabaco v. Culbro Corp., 399 F.3d 462, 476-77 (2d Cir. 2005). The Supreme Court 

denied Petitioner’s petition for a writ of certiorari on June 26, 2006. Empresa Cubana, 547 U.S. 

1205 (2006).  

After the Supreme Court’s denial of certiorari, Respondent moved the District Court to 

mandate dismissal of Petitioner’s TTAB cancellation petition and denial of Petitioner’s PTO 

application for registration, but the District Court denied the motion, and the Court of Appeals 

affirmed its decision.  Empresa Cubana del Tabaco v. Culbro Corp., 478 F. Supp. 2d 513, 21-22 

(S.D.N.Y. 2007), aff’d 541 F.3d 476, 479 (2d Cir. 2008).   

On the basis of an intervening New York State Court of Appeals decision, Petitioner moved 

to vacate the judgment against Petitioner mandated by the U.S. Court of Appeals in its 2005 
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decision and enter judgment in its favor under the New York state law of unfair competition by 

misappropriation. The District Court granted the motion but the Court of Appeals reversed without 

reaching the merits of the District Court’s findings that Petitioner had established a claim of unfair 

competition by misappropriation.  Rather, it held that the intervening New York Court of Appeals 

decision did not alter New York law, or at least not clearly or sufficiently enough so as to justify 

vacating a previously entered judgment. Empresa Cubana del Tabaco v. Culbro Corp., 385 Fed. 

Appx. 29, 32 (2d Cir. 2010). 

ii. Resumption of TTAB Proceedings and Respondent’s Purported Expert 

Upon resumption of the proceeding before the Board, Respondent filed a motion for 

summary judgment in 2011 on the grounds of lack of standing and issue preclusion. 64 

TTABVUE. The Board granted the motion on March 14, 2013. 75 TTABVUE. In a published 

opinion in 2014, the U.S. Court of Appeals for the Federal Circuit unanimously reversed the 

Board’s decision and remanded for further proceedings. It held both that Petitioner has standing 

and a statutory cause of action and “neither issue nor claim preclusion bars the Amended Petition.” 

Empresa Cubana del Tabaco v. Culbro Corp., 753 F. 3d 1270, 1276 (Fed. Cir. 2014); 83 

TTABVUE 11.  The Supreme Court denied Respondent’s petition for a writ of certiorari on 

February 23, 2015. Empresa Cubana, 135 S.Ct. 1401 (2015). 

On October 28, 2015, the Board vacated its March 14, 2013 order and ordered a resumption 

of proceedings.  88 TTABVUE.   

The Parties engaged in extensive discovery between October 28, 2015 and the close of 

discovery on August 6, 2018.  Respondent produced almost 50,000 pages of documents not 

included in the Federal Action and Petitioner produced well-over 55,000 pages of documents, not 
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included in the Federal Action.1  

All expert disclosures were due by March 15, 2017 and any rebuttal expert disclosures 

were due by May 31, 2017. 103 TTABVUE 2; 107-08 TTABVUE.  

On March 15, 2017, Petitioner informed Respondent that it intended to rely upon the expert 

testimony presented in the Federal Action, consisting of the expert testimony and reports of Alvin 

Ossip and Alan Siegel.  Respondent took the discovery depositions of both Ossip and Siegel during 

three days in June 2017. 

Respondent served Petitioner with a Report by its purported expert, Hacker, on May 31, 

2017 (the “2017 Expert Report”) (attached hereto as Annex 1). After requests for discovery related 

to the 2017 Expert Report and production of same, counsel for Petitioner flew out to California 

and took an almost seven (7) hour discovery deposition of Hacker on June 15, 2017 (“2017 

Deposition”). 

Hacker is an author of one book as well as articles on cigars, in addition to his publications 

on pipe smoking and spirits.  His 2017 Expert Report, and subsequent Supplemental Expert Report, 

purport to provide expert testimony on the issue of likelihood of confusion and, in them, he opines 

that U.S. cigar consumers understand the difference between the General Cigar and Cuban 

COHIBA cigars and that there is no connection between the two companies that makes these 

cigars.  Hacker does not purport to conduct any scientific sampling of consumer opinions. 

On August 4, 2017, Petitioner moved for leave to file additional expert testimony to 

“address issues raised in Respondent’s … voluminous productions, much of which was produced 

after the deadline for expert disclosure.” 113 TTABVUE 2. Respondent opposed Petitioner’s 

 
1 This is in addition to discovery taken in the Federal Action that, by stipulation between the Parties and 
approved by the Board, shall be treated as discovery already taken in this proceeding.  89 TTABVUE 2; 
91 TTABVUE. 
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motion, alleging that it was based on Petitioner “lack of diligence” and that allowing additional 

expert testimony in August 2017 “would not be harmless: it would require new rebuttal reports 

and new depositions, which would mean further delay, inconvenience, schedule disruption and 

expense.” 117 TTABVUE 5-6.  The Board denied Petitioner’s motion on December 29, 2017. 122 

TTABVUE. 

Discovery in this proceeding closed on August 6, 2018. 131 TTABVUE. 

Petitioner’s trial testimonial period opened on October 6, 2018, almost fifteen (15) months 

before Respondent produced the Supplemental Expert Report.  Id.  Petitioner’s testimonial period 

was suspended between October 22, 2018 and June 14, 2019 because of Respondent’s motion to 

orally cross-examine Petitioner’s foreign witnesses, which the Board denied. 156 TTABVUE. 

Proceedings were subsequently suspended until September 6, 2019 to allow Respondent to cross-

examine Petitioner’s foreign witnesses on written questions.  Petitioner’s trial testimonial period 

closed on September 16, 2019. 156 TTABVUE. 

Respondent’s Pretrial Disclosures were due on December 30, 2019.  241 TTABVUE.   

On December 30, 2019, Respondent served both the Supplemental Expert Report 

(hereinafter, at times, “SER”) (attached as Annex 2) and its Pretrial Disclosures on Petitioner.   

Respondent’s Trial Testimonial Period opened on January 15, 2020.  241 TTABVUE.   

This proceeding was suspended on January 29, 2020, after the Parties’ joint telephone 

conference with the Interlocutory Attorney on January 28, 2020.  243 TTABVUE.   

As required by Fed. R. Civ. P. 37(a)(1) and TTAB Rule § 2.120(f)(1), counsel for Petitioner 

has made a good-faith effort to confer with counsel for Respondent to resolve the issues presented 

in this Motion without the need for action by the Board but has been unable to reach agreement.2 

 
2 In between January 8 and 23, 2020, the Parties exchanged various communications to try to resolve the 
issues addressed herein without a motion, but were not able to come to an agreement.   
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ARGUMENT 

SUMMARY 
 

The Supplemental Expert Report and any testimony related to same should be excluded for 

two reasons, each as set forth more fully below.   

First, Respondent’s extremely late filing of the SER is highly prejudicial to Petitioner and 

will cause significant and undue delay in the trial. It should, therefore, be excluded under either 

Fed. R. Civ. P. 37(c)(1) or the Board’s inherent authority to sanction to achieve the orderly and 

expeditious disposition of cases. See TBMP § 527.03.  

Second, even if Respondent’s filing of the SER were not extremely late and highly 

prejudicial, the SER is itself an improper supplementation under the Board’s clear precedent set 

forth in Gemological Inst. of Am., Inc. v. Gemology Headquarters Int’l, LLC, 111 U.S.P.Q.2d 1559 

(T.T.A.B. 2014) and the TBMP. 

1. In addition to Respondent’s failure to adhere to the Board’s timing requirements 

for supplementing expert disclosures,3 its “late disclosure of expert witness statements, long after 

the opposing party would have had an opportunity to depose the declarant on the contents of the 

 
3 The SER is untimely because it was filed on the same day that Respondent’s pretrial disclosures were due.  
A “party may supplement both information included in the expert report and information given during the 
expert's deposition before the time the party’s pretrial disclosures under [Fed. R. Civ. P.] Rule 26(a)(3) are 
due” Entravision Commc’ns Corp. v. Liberman Television LLC, 113 U.S.P.Q.2d 1526, 1528 at n.5 
(T.T.A.B. 2015) (emphasis added); TBMP § 401.03 (“party may supplement or correct information 
included in an expert report and information given in the expert’s deposition testimony before a party’s 
pretrial disclosures are due.”) (emphasis added). “Before” means ‘the day before’ a party’s pretrial 
disclosures were due.  See KID-Systeme GmbH v. Türk Hava Yollari Teknik Anonim Sirketi, 125 U.S.P.Q.2d 
1415, 1416 (T.T.A.B. 2018) (making clear that term “prior to” used in Board’s pre-2017 rule regarding 
timing of summary judgment motions “means the day before the deadline.”) The Board uses the terms 
“before” and “prior to” interchangeably with respect to a party’s duty to supplement under Fed. R. Civ. P. 
26(e)(2).  See, e.g., Entravision, 113 U.S.P.Q.2d at 1528 at n.5 (using both terms “before” and “prior to” to 
describe a party’s duty to supplement under Fed. R. Civ. P. 26(e)(2)).   

The Supplemental Expert Report is also untimely because it failed to provide four (4) of the six (6) 
pieces of information required by Fed. R. Civ. P. 26(a)(2)(B); see Letter from Respondent’s counsel to 
Petitioner’s counsel, dated Feb. 3, 2020 (“Feb. 3 Letter”) (belatedly providing this information). 
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statement,” as is the case here, “nullifies the very purpose of Rule 26(a)(2)(B).” Gemological Inst., 

111 U.S.P.Q.2d. at 1561-62 (internal citations omitted).  

The purpose of expert disclosures under Rule 26(a)(2)(B) is to prevent unfair surprise at 

trial, to allow the opposing party to depose the expert in advance of trial on all of the bases of his 

or her opinions, and to “lock[] the expert witness into . . . a complete statement of all opinions to 

be expressed and the basis and reasons therefor” so that “the opposing party knows exactly what 

[the opposing party] is facing” and can properly prepare its own case in chief as well as its cross-

examination.  Gemological Institute, 111 U.S.P.Q.2d. at 1561-62 (quoting Coles v. Perry, 217 

F.R.D. 1, 4 (D.D.C. 2003); internal quotations omitted); see also See Newegg Inc. v. Schoolhouse 

Outfitters, LLC, 118 U.S.P.Q.2d 1242, 2015 WL 9906628, at *2 (T.T.A.B. July 16, 2015) (“The 

expert disclosure requirement is intended to avoid unfair surprise during the testimony period.”) 

(citing Spier Wines (PTY) Ltd. v. Shepher, 105 U.S.P.Q.2d 1239, 1246 (T.T.A.B. 2012)). 

To this end, the Fed. R. Civ. P. and Board precedent provide that Respondent is not allowed 

to use the Supplemental Expert Report unless Respondent’s failure to timely produce it “was 

substantially justified or is harmless.” Fed. R. Civ. P. 37(c)(1). To guide its determination of 

whether the failure was substantially justified or harmless, the Board considers (i) the surprise to 

the party against whom the evidence would be offered, (ii) the ability of the offering party to cure 

this surprise by, for example, allowing discovery and a discovery deposition if discovery is still 

open, and (iii) the extent to which curing the surprise and allowing the testimony would disrupt 

the trial, among other factors. Entravision, 113 U.S.P.Q.2d at 1528. Each of these considerations 

strongly favors grant of this Motion.4 

 
4 These considerations are a balancing test; so Petitioner need not establish that all considerations have 
been met, nor must it show that any one particular consideration is met. See Newegg, 2015 WL 9906628, 
at *3. 
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The Board also has the authority to exclude the SER and any testimony related to same 

under its inherent authority to sanction to achieve the orderly and expeditious disposition of cases. 

See TBMP § 527.03. 

2. Even if Respondent’s filing of the SER were not extremely late and highly 

prejudicial, the Supplemental Expert Report is also itself an improper supplementation. 

As the Federal Rules of Civil Procedure, the TBMP and the Board’s precedent make clear, 

“[a] supplemental report which … provides new examples and illustrations to bolster [the expert’s 

earlier opinions] is not proper supplementation.” Gemological Inst., 111 U.S.P.Q.2d at 1562 

(internal citations omitted); see also TBMP § 401.03 (“Fed. R. Civ. P. 26(e) … does not allow an 

expert to bolster previously disclosed opinions or to add new opinions.”) 

This is exactly what the Supplemental Expert Report attempts to do, as shown more fully 

below, by including “additional facts … which support [Hacker’s] opinions” in his  2017 Expert 

Report. SER, at ¶ 3; see also id., at ¶ 7 (identifying cigar podcasts as “an additional source of 

information for U.S. cigar consumers”); Letter from Respondent’s counsel to Petitioner’s counsel, 

dated Jan. 11, 2020 (“Jan. 11 Letter”) (describing SER as including “additional facts which have 

arisen or come to the attention of Hacker after May 31, 2017”; “additional sources of information 

available to premium cigar consumers that occurred or became known to Hacker after the date of 

his Original Expert Report”; and “later or newly-discovered information that supports Mr. 

Hacker’s original opinions”) (emphasis added). 

I. The Supplemental Expert Report and Testimony Related to Same Should Be 
Excluded Because Its Late Filing Was Extremely Prejudicial and Any Attempt 
to Rectify Would Cause Significant and Undue Delay in the Trial 

 
A. Hacker’s Inclusion of Additional Facts in his Supplemental Expert Report Both 

Surprised Petitioner and Was Improper 
 

The SER included both (i) a previously undisclosed “additional source of information,”  
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SER, at ¶ 7, that existed before the 2017 Expert Report but “became known to Mr. Hacker after 

the date of his” 2017 Expert Report, Jan. 11 Letter, at 2, and (ii) a new opinion, SER, at ¶ 14.  The 

SER also included other “additional facts” previously undisclosed to Petitioner. Jan. 11 Letter, at 

1. This both caused Petitioner significant surprise, as described immediately below, and constituted 

an improper supplementation. See infra Point II.    

Petitioner expended considerable resources to depose Hacker back in June 2017 and 

prepare its case in chief on the basis of his original 2017 Expert Report and 2017 Deposition 

testimony.5 Respondent’s extremely late production of the SER has prevented Petitioner from 

being able to investigate and produce evidence to counter the points raised in the SER in its case 

in chief.  See, e.g., Newegg Inc., 2015 WL 9906628, at * 3 (not allowing opposer’s untimely expert 

testimony in connection with applicant’s summary judgment motion because discovery had closed 

and motion already filed by time opposer presented its expert report; applicant, therefore, “had no 

opportunity to respond.”) 

Hacker spends six (6) of the thirteen (13) substantive paragraphs of his SER making 

assertions about cigar podcasts. See SER, at ¶¶ 7-12.6 Yet, nowhere in his 2017 Expert Report or 

his 2017 Deposition did Hacker mention cigar podcasts at all, much less that they are a “popular[]” 

“source of information for U.S. cigar consumers” or that “U.S. podcast … listeners” “already know 

that Cuban and non-Cuban cigars are completely different, that they are made in different 

 
5 For example, Hacker alleged in his 2017 Expert Report that as a “result of the technological advances” 
“today’s cigar smokers and potential cigar smokers are much more sophisticated and informed regarding 
their knowledge of the products that they use,” citing to the advent computers, smartphones, iPads and 
cigar apps. 2017 Expert Report at ¶¶ 14-15, 19. Petitioner gathered and presented substantial evidence 
during its testimonial period to show how the information on the internet and cigar apps only reinforces 
consumer confusion between the General Cigar and Cuban COHIBA cigars. See, as just a small sample, 
e.g., infra at p.16 (Petitioner’s trial evidence regarding Cigar Boss app); 217 TTABVUE 29-33, 393-432 
(Petitioner’s evidence: six online articles that include references to the Cuban COHIBA cigar with the 
word “Cohiba” in the article hyperlinked to the website for the General Cigar COHIBA cigar). 
6 The first four (4) paragraphs of his SER are introductory and background statements. See SER, at ¶¶ 1-4. 
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countries, that Cuban cigars cannot be sold in the U.S., that Cuban and non-Cuban cigars smoke 

(i.e. taste) differently, and that there is no relationship between Cuban and non-Cuban cigars,” as 

he subsequently did in his Supplemental Expert Report.  SER, at ¶¶ 7, 11.   

Most strikingly, information about cigar podcasts was available to Hacker in May 2017 

when he wrote his 2017 Expert Report and was subsequently deposed in June 2017. Indeed, the 

majority of the podcasts that Hacker cites to in his Supplemental Expert Report, see SER ¶ 7, 

predate his original Expert Report by many years. See The Cigar Authority, available at 

https://thecigarauthority.podbean.com/2010/06/ (podcasts broadcasted since at least June 2010); 

Stogie Geeks, available at https://stogiegeeks.com/page/61 (podcasts broadcasted since October 

2011); Cigar Nerds available at https://cigarnerdpodcast.com/ (podcasts broadcasted since 

September 2014); and The Retrohale, available at https://theretrohale.libsyn.com/page/10/size/25 

(podcasts broadcasted since June 5, 2015). 

In addition, Hacker adds a new opinion in his Supplemental Expert Report.  He asserts that 

that “cigar publications have … continued to confirm that premium cigar consumers are well-

educated and sophisticated about the cigars they purchase and smoke.”  SER, at ¶ 14. 

Whereas Hacker does allege in his 2017 Expert Report that cigar smokers are “much more 

sophisticated and informed regarding their knowledge of the products that they use,” 2017 Expert 

Report, at ¶ 14, citing to “rapid advancements in personal communications,” “the internet,” id., 

and his conversations with cigar consumers, id. at ¶ 17, he does not cite to, or rely on, cigar 

publications specifically to support this claim, even though cigar publications clearly existed at the 

time and he cited publications more generally to support another allegation in his 2017 Expert 

Report. See id. at  ¶ 25 (“publications, including my own, … spotlight the fact that [the General 

Cigar and Cuban COHIBA] cigars are different”). 
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Hacker’s failure to include this information in his 2017 Expert Report is consistent with 

his overall failure to conduct the due diligence required of expert witnesses. For example, in the 

2017 Expert Report, Hacker stated that cigar consumers are better informed because of their use 

of mobile ‘smartphones’ and cigar apps, citing to three examples of such cigar apps, see 2017 

Expert Report, at ¶¶ 14-15, 19; however, Hacker admitted in his discovery deposition in June 2017 

that he had never visited any of the cigar apps he cited in his report and he didn’t even have a smart 

phone. See Deposition of Richard Carleton Hacker, taken on June 15, 2017, at 34:15-24. 

Fed. R. Civ. P. 26(a)(2)(B) requires each party intending to use an expert to disclose, inter 

alia, “a complete statement of all opinions the [expert] witness will express and the basis and 

reasons for them; [and] … the facts or data considered by the witness in forming them”).  

Respondent and Hacker clearly failed to satisfy this requirement causing Petitioner significant 

surprise. 

B. Respondent Cannot Cure This Surprise Because Respondent Produced the 
Supplemental Expert Report Almost Seventeen Months After Discovery Closed and 
Almost Fifteen Months After the Trial Began.  Any Attempt to Rectify Would Cause 
Significant and Undue Delay to the Trail. 
 

Respondent cannot now cure this surprise because discovery closed more than 17 months 

ago and Petitioner’s testimonial period is now closed. “[P]rejudice may arise when a party is 

surprised with … new subject matter after the deadlines for discovery have passed.” Entravision, 

111 U.S.P.Q.2d at 1528 (internal quotation and citation omitted). 

Any attempt to rectify this prejudice would cause significant and undue delay in the trial. 

It would require adding months of additional time to this proceeding to re-open discovery to: allow 

Petitioner to seek, review and assess how to respond to the large collection of new material that 

form the basis of Hacker’s SER; and then take a discovery deposition of Hacker on the SER in 

advance of his trial examination. See MicroStrategy, Inc. v. Business Objects, S.A., 429 F.3d 1344, 
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1357, 77 U.S.P.Q.2d 1001, 1009-10 (Fed. Cir. 2005) (testimony excluded when presented “on the 

eve of trial”; other party “could not cure the surprise without postponing trial and reopening 

discovery”).  Petitioner is entitled to take a discovery deposition of Hacker concerning the SER 

under Fed. R. Civ. P. 26(b)(4)(A).  See Fed. R. Civ. P. 26(b)(4)(A) (“A party may depose any 

person who has been identified as an expert whose opinions may be presented at trial. If Rule 

26(a)(2)(B) requires a report from the expert, the deposition may be conducted only after the report 

is provided.”) 

As an example of the massive amount of new material Hacker cites to in the SER, Hacker 

makes broad statements about the role of cigar podcasts in consumer confusion, see supra at pp. 

2, 12, and identifies The Retrohale, The Cigar Authority, Cigar Hacks, Stogie Geeks, Cigar Talk, 

Cigar Snob and Cigar Nerds as seven (7) of “the better-known podcasts.” SER, at ¶ 7.   

These seven (7) podcasts consist of well over 1,000 episodes, each of which we believe 

lasts 1-2 hours, for a total of 1,000 to 2,000 hours or more of podcasts. It would take a person many 

months to listen to that amount of material and evaluate Hacker’s assertions in light of same. 

Petitioner has good reason to suspect that Hacker’s statements concerning podcasts, just 

like his statements concerning other topics, are unreliable and that these podcasts may, in fact, 

controvert Hacker’s broad assertion. Petitioner’s independent investigation prior to its case in chief 

concerning Hacker’s statement in his 2017 Expert Report that cigar consumers are better informed 

because of their use of cigar apps revealed that at least one of these cigar apps propagated 

misinformation and confusion concerning the General Cigar and the Cuban COHIBA cigars, rather 

than better informing cigar consumers. 217 TTABVUE 84-89 (Petitioner’s trial evidence: 

numerous entries for “Cohiba” under “Cuban Cigars” category in Cigar Boss cigar app begin 

description of these cigars as the “highly-rated Cohiba Red Dot Tube [General Cigar uses a red 
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dot on its COHIBA cigars] take the smooth Dominican cigar profile and raises the bar” and identify 

the “Country” of these cigars as “Dominican Republic” where only Respondent produces its 

COHIBA cigars). 

Petitioner would also need to be able to obtain discovery and probe Hacker during a new 

discovery deposition, on all of the other statements included in his Supplemental Expert Report, 

including, without limitation, his allegation that: he met with “many premium cigar smokers [since 

May 2017] and ha[s] engaged in many discussions with those smokers concerning both Cuban and 

non-Cuban cigars,” SER, at ¶ 5; “No one I have met with during this time [since May 2017] has 

expressed any confusion to me between the General Cigar non-Cuban Cohiba cigar and the Cuban 

Cohiba cigar,” id.; that “premium cigar consumers continue to be increasingly better informed 

about cigars.” Id. at ¶ 6   

Out of an abundance of caution, Petitioner requested the information and documents it 

would need to prepare to examine Hacker in a new discovery deposition, if the instant request to 

exclude were denied; however, Respondent has refused to produce any of these documents and 

much of the information requested. For example, Respondent has not: produced any documents 

concerning Hacker’s interactions, discussions and communications with consumers, cigar 

smokers, or tobacconists since May 31, 2017; identified the conferences, workshops and other 

events related to cigars that Hacker attended or participated in since May 31, 2017, if any; or 

produced Hacker’s calendars, diaries and similar materials (whether digital or paper) since May 

31, 2017 in which Hacker or his assistants recorded or noted Hacker‘s appointments, events he 

attended or was to attend, and his activities.  Respondent produced similar materials prior to the 

2017 Deposition, providing Petitioner with over 7,000 pages of documents.  

Respondent has also failed to identify which of specific podcasts or cigar articles he 
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considered – out of the massive universe of podcasts and cigar articles – in forming his purportedly 

expert opinions.7 

Any claim now by Respondent that discovery can be re-opened without delaying the trial 

is disingenuous.  Respondent successfully argued exactly the opposite more than two (2) years ago 

in opposing Petitioner’s motion to allow expert testimony while discovery was still open. See supra 

at p.7. 

C. There Is No Reasonable Explanation for Respondent’s Delay and, In Any Event, 
Hacker’s Assertions Are Additional and Not Trustworthy 
 

Respondent has not come forward with any reasonable explanation for why it did not 

produce the SER sooner.  

The SER includes information about podcasts and a new opinion about the role of cigar 

publications both of which were available to Hacker at the time of his 2017 Expert Report, but 

which he did not include in the 2017 Expert Report. See supra at p.2.  The fact that they did not 

“come to the attention” of Hacker or did not “bec[o]me known” to him until after his 2017 Expert 

Report, see supra at p.11, cannot be a reasonable explanation. 

If Respondent’s argument were true that the SER should be allowed because likelihood of 

 
7 Petitioner requested, inter alia, that Respondent: (1) identify and produce all podcasts that Hacker 
listened to or watched in the course of preparing his Supplemental Expert Report, if any, and identify 
which portions of these podcasts Hacker listened to or watched; (2) produce all documents and 
communications regarding cigar podcasts in Hacker’s possession, custody or control; and (3) produce all 
notes or recordings of, memoranda and other documents concerning Hacker’s interactions, discussions 
and communications with podcast listeners or, if there is no such material, to please so state. On February 
3, 2020, Respondent responded to this request but refused to provide these documents and information 
alleging that Petitioner “is not entitled to most of these materials under the Federal Rules of Civil 
Procedure.”  Feb. 3 Letter, at 2.   

Petitioner also requested that Respondent produce all documents that Hacker considered in 
forming the opinions expressed in his Supplemental Expert Report. While Respondent’s Feb. 3 Letter 
identified the website addresses of two cigar publications that Hacker “considered,” Respondent failed to 
identify which specific articles he considered in forming his opinion, for example, that “cigar publications 
have … continued to confirm that premium cigar consumers are well-educated and sophisticated about 
the cigars they purchase and smoke.” SER, at ¶ 14; see also Feb. 3 Letter. 
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confusion is assessed at the time of trial and more than two years had passed since Hacker’s 2017 

Expert Report, that would totally defeat the very purpose of expert disclosures which is to lock the 

expert into a complete statement of all opinions to be expressed and bases for same before trial so 

that the opposing party knows exactly what it is facing when preparing its case in chief and for 

cross-examination and rebuttal. See supra, at pp.3, 10. 

Even if it were true, Respondent can come forward with no legitimate reason: why it did 

not disclose this supplemental report before the close of discovery on August 6, 2018 or, at least, 

by the start of trial on September 6, 2018; or why two years is the relevant period.  See id.  

Any supplementation by Hacker had to have been made “in a timely manner.”  Fed. R. Civ. 

P. 26(e)(1).  Respondent has not met that standard.  

Moreover, the allegations in the Supplemental Expert Report are only “additional facts” 

and  “additional sources.” See supra, at p.11.  

The allegations in the Supplemental Expert Report are also not trustworthy. Hacker 

describes cigar podcasts as including “call-in listeners who have questions or opinions” and that 

“not once, in any of my U.S. podcast interviews, has there ever been any confusion expressed by 

the part of … the call-in listeners between the Cuban Cohiba and the Dominican and Nicaraguan 

Cohiba made by General Cigar.” SER, at ¶¶ 8, 11. However, Petitioner’s counsel has listened to 

all of the podcasts Respondent’s counsel has identified as podcasts in which Hacker appeared and 

none of them included call-in listeners at all, let alone ones that asked questions about COHIBA 

cigars. See also supra, at p.15 (discussing unreliability statements from Hacker’s 2017 Expert 

Report). 
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II. The Supplemental Expert Report Is Also Improper 
 

As shown above, even if Respondent’s filing of the SER were not extremely late and highly 

prejudicial, the Supplemental Expert Report is also itself an improper supplementation, as it 

attempts to “provide[] new examples and illustrations to bolster” Hacker’s 2017 Expert Report by 

including “additional facts … which support [Hacker’s] opinions” in his 2017 Expert Report. 

Gemological Inst,, 111 U.S.P.Q.2d at 1562; SER, at ¶ 3; see also id. at ¶ 7; Jan. 11 Letter. Such 

bolstering is not proper supplementation. See supra, at p.11. 

Further, cigar podcasts, to which Hacker dedicates approximately half of his SER, have 

existed since well before Hacker’s initial report. See supra, at p.13. A “party may not utilize Rule 

26(e)(1)(A) to sandbag one's opponent or to deepen or strengthen the party's case where the 

information should have been included in the expert report.” Gemological Inst,, 111 U.S.P.Q.2d 

at 1562 (internal quotations and citation omitted). 

Hacker also, inter alia, adds the new example (also a new opinion) that “cigar publications 

have also continued to confirm that premium cigar consumers are well-educated and sophisticated 

about the cigars they purchase and smoke,” SER, at ¶ 14, and the new example of how “[p]ublished 

articles also continue to reinforce the fact which, as my original report stated, is already known to 

almost all premium cigars consumers, namely that the Cohiba cigar sold in the United States by 

General Cigar using non-Cuban tobacco is not related to the Cuban Cohiba cigar.” Id. at ¶¶ 15-16. 

Although Rule 26(e)(2) does allow an expert the opportunity to correct his or her 

misleading disclosures, it does not allow supplementation of expert opinions to bolster his or her 

opinion with new examples, as Hacker does in his Supplemental Expert Report. See Akeva L.L.C. 

v. Mizuno Corp., 212 F.R.D. 306, 310 (M.D.N.C. 2002) (cited by the Board in Gemological Inst.) 

(“Rule 26(e) envisions supplementation when a party’s discovery disclosures happen to be 
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defective in some way so that the disclosure was incorrect or incomplete and, therefore, 

misleading.”). Hacker nowhere asserts that his 2017 Expert Report was “misleading.” 

CONCLUSION 

 For the reasons stated above, Petitioner respectfully requests that the Board grant this 

motion and exclude the Supplemental Expert Report and any testimony related to same. 

 In the alternative, if the Board denies this motion to exclude, Petitioner moves the Board 

to: re-open discovery for three (3) months to allow Petitioner to take discovery concerning the 

bases of the Supplemental Expert Report and a discovery deposition of Hacker on that 

Supplemental Expert Report; and suspend proceedings until completion of same. 

Dated: New York, New York 
 February 7, 2020 

Respectfully submitted, 
 
By:/Lindsey Frank/ 

Michael Krinsky 
Lindsey Frank 
RABINOWITZ, BOUDIN, STANDARD, 
KRINSKY & LIEBERMAN, P.C. 
14 Wall Street, 30th Floor 
New York, NY 10005 
(212) 254-1111 
lfrank@rbskl.com 
Attorneys for Petitioner Empresa Cubana del 
Tabaco 
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CERTIFICATE OF SERVICE 

The undersigned certifies that a true and correct copy of the foregoing PETITIONER’S MOTION 

TO EXCLUDE RESPONDENT’S SUPPLEMENTAL EXPERT REPORT AND RELATED 

TRIAL TESTIMONY OR, IN THE ALTERNATIVE, TO RE-OPEN DISCOVERY 

CONCERNING THE SUPPLEMENTAL EXPERT REPORT was served by email on Respondent 

on February 7, 2020 to: 

Andrew L. Deutsch 
John Nading 
Joshua Schwartzman 
DLA Piper US LLP 
1251 Avenue of the Americas 
New York, NY 10020 
Telephone: (212) 335-4673 
andrew.deutsch@dlapiper.com  
john.nading@us.dlapiper.com   
Joshua.schwartzman@us.dlapiper.com         

 
 /Lindsey Frank/_______ 
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REPORT OF RICHARD CARLETON HACKER 
May 31, 2017 

1. My name is Richard Carleton Hacker.  I am an 
internationally published and recognized book author and 
magazine writer specializing in cigars, spirits, and related 
lifestyle topics, including restaurants, destination resorts, and 
pairing various cigars with whiskies, ports, and cognacs. (See 
Attachment A, which sets forth my qualifications.) 

2. Prior to becoming a full-time writer in 1989, I had a 
career in advertising and public relations. After attending 
Arizona State University, I began as a copywriter for Jennings & 
Thompson Advertising in Phoenix, Arizona. I then moved to 
Los Angeles, California to accept a position as an account 
executive and Director of Broadcasting for Wenger-Michaels 
Advertising, then joined Shareholders, a mutual fund 
management company in Century City, California as Vice 
President, Marketing, and finally started my own advertising 
and public relations agency in the 1970s, where one of my 
clients was Tinder Box International, Ltd. (“TBI”), the largest 
retail tobacco chain in the United States at that time, with 148 
stores, many of them franchised. It was through my ten-year 
relationship with TBI that I got an inside look at the tobacco 
industry and met many of the Cuban expatriates who fled their 
country when Fidel Castro nationalized the cigar industry.  

3. Because of the knowledge that I had gained through my 
association with TBI, where I handled all of their publicity 
activities, including writing consumer-oriented booklets on 
pipes and cigars, conducting courses for their franchisee 
tobacconist training classes, and assisting with product 
development (pipe designs and cigar blends) that I ended up 
writing The Ultimate Pipe Book, which gave me the financial 



EAST\143072088.3 2

freedom to dissolve my advertising and public relations agency 
and to turn to writing full time, where I eventually specialized 
in articles about whiskeys and cigars. One of my first major 
articles for the mass media was an article, appearing in the 
October 1989 issue of Playboy Magazine, entitled “Up In 
Smoke,” in which I predicted a change in the cigar world 
(hinting at the cigar boom that was to come three years later). I 
continued writing about spirits and cigars for Playboy for a 
number of years, while also writing articles for many other 
consumer magazines as well (a list of the magazines I have 
written for is attached as Attachment B).

4. I am the author of a number of books (see Attachment C) 
including The Ultimate Cigar Book, widely acknowledged as 
the  most authoritative book on the subject of cigars in the 
English language. Since its first publication in 1993, The 
Ultimate Cigar Book has gone through numerous printings and 
three editions – all of which completely sold out (totaling 
approximately 45,000 copies). The book was then out of print 
for a number of years as I devoted more of my time to meeting 
the requests by editors for my magazine articles and to travel 
connected with these magazine assignments. 

5. In 2015, due to ongoing demand from the public 
(primarily consumer cigar smokers), I updated The Ultimate 
Cigar Book as a new fourth edition (publisher: Skyhorse 
Publishing, New York), which sold out of its first printing in 
less than a year. In 2016 the fourth edition of this book went 
into a second printing, which again sold out within a year’s 
time. In 2017 The Ultimate Cigar Book went into its third 
printing of the fourth edition in less than two years (for a total 
of 11,440 copies to date) and is currently listed on 
Amazon.com as one of their top five-star best sellers.  
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6. I am also one of three Contributing Editors of Robb 
Report – America’s leading luxury lifestyle magazine – where I 
specialize in writing about cigars and whiskies. I have regularly 
written for this publication on the subjects of cigars and cigar 
smoking since 1995. In addition, I personally select and write 
about every cigar included in Robb Report’s annual Best of 
Best cigar category winners in each year’s June issue. I also 
select and review (including my personal tasting notes) the 
world’s newest premium non-Cuban cigars each fall for Robb 
Report’s annual Host’s Guide publication (Cuban cigars are not 
covered by Robb Report as they cannot legally be sold in the 
United States). I am also a regular contributor to the 
robbreport.com website, where I write about cigars and 
related topics, including cigar accessories. I also regularly 
contribute articles about cigars to other publications and have 
been frequently interviewed by reporters seeking information 
on the current cigar scene in America (see Attachment D). 

7. During my cigar writing career I have visited all of the 
major cigar making countries, including Cuba, the Dominican 
Republic, Honduras, and Nicaragua. Not only have I been to the 
factories in these countries, but I have gone to many of the 
fields where the tobaccos are grown. In addition, as a longtime 
cigar smoker I have smoked and am very familiar with the 
cigars made in all of these countries, including Cuba. 

8. Because of my vocation as a lifestyle writer and an 
acknowledged cigar expert, I interact with consumer cigar 
smokers on a regular basis, including at dinners, visiting 
tobacco shops, and other social encounters. In addition, I have 
often been hired as a keynote speaker on the subject of cigars 
and cigar smoking at consumer events, including seminars 
given at Ritz-Carlton Resorts; Laguna Niguel, CA; Ritz-Carlton 
Resorts, St. Louis, Missouri: the Los Angeles Athletic Club, Los 



EAST\143072088.3 4

Angeles, CA; the Balboa Bay Club in Newport Beach, CA; and 
Blancpain Watches nationwide. At the end of these seminars I 
usually conduct a Q&A (Questions & Answers) session with the 
attendees, where they ask me questions about cigars – such as 
what is a maduro, how to properly relight a cigar that has gone 
out, and are Cuban cigars better than non-Cuban cigars.  I 
cannot recall a single instance in the last decade in which a 
cigar smoker asked me a question or made a comment 
indicating that he or she was confusing the Cohiba cigar made 
by General Cigar with the Cohiba cigar made in Cuba. 

9. I am also a regular attendee at the annual U.S. tobacco 
industry’s International Premium Cigar & Pipe Retailers 
(IPCPR) Association trade show (the largest trade show of its 
kind in America), where I mingle with retail tobacconists and 
meet with many of their employees to discuss the current cigar 
situation on a retail as well as a consumer basis. 

10. I have been retained by DLA Piper LLP, a law firm 
representing General Cigar Co., Inc., to act as an expert witness 
in this  proceeding. I am being compensated for my services at 
the rate of $450 per hour for time spent consulting with 
counsel, preparing this report and testifying.  My travel 
expenses are also being covered.  

11. I have been asked to provide the Board with my opinion 
with regard to United States consumer attitudes towards the 
General Cigar Cohiba cigar and the Cuban Cohiba cigar. In 
particular, I have been asked to give my opinion and 
conclusions as to whether, in 2017, potential and actual United 
States consumers of cigars are likely to be confused as to the 
source or origin of these cigars or to believe that there is a 
relationship or affiliation between the makers of these two 
different cigars. 
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12. In forming the conclusions set forth below, I have relied 
on my own observations and experiences accumulated over 
nearly 30 years as a cigar expert, which include: my frequent 
personal interactions and discussions with consumer cigar 
smokers and retail tobacconists at seminars and industry 
events; the extensive research I performed in connection with 
my book The Ultimate Cigar Book, and the additional extensive 
research I performed in writing the recently-published fourth 
edition of this book; my review of reliable industry and trade 
publications such as Smokeshop Magazine, Tobacco 
International Magazine, and Tobacconist Magazine and reliable 
Internet cigar commentary; my personal experience in 
reviewing hundreds of brands of cigars; and pertinent news 
stories that pertain to the tobacco industry. 

13. In addition, I have familiarized myself with the situation 
concerning Cohiba cigars made by General Cigar and the 
Cohiba cigars made in Cuba by reviewing the following six 
documents, which were supplied to me by DLA Piper, and 
which I understand were created in prior litigation between 
General Cigar and Cubatabaco concerning the Cohiba mark in 
the United States:  

a. Defendant’s Proposed Findings Of Fact and Conclusions of 
Law 

b. Report of Dr. Itamar Simonson, dated November 7, 2002 

c. Report of Alan Siegel 

d. Report Of Alvin Ossip On Significance Of Information In 
Market Research Related Files Furnished By General Cigar And 
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Third Parties With Respect To Certain Issues Concerning 
Cohiba 

e. A Study To Measure Awareness Of Cohiba Cigars And Source 
Confusion Between These Cigars And General Cigars Co. Inc. 
Cohiba Cigars 

f. Plaintiff’s Post-Trial Proposed Findings Of Fact And 
Conclusions Of Law (Corrected Copy) 

14. I found these six documents interesting in describing the 
American cigar scene as it existed from the early 1990s up 
until 2002. However, these reports have a very limited and a 
noticeably outdated value in describing the American cigar 
scene today. For consumers, the American cigar scene today is 
a dramatically different world that is light years away from 
what it was back in 1992 or even 2002. Specifically, I am 
referring to the rapid advancements in personal 
communications and the greatly accelerated and improved use 
of the internet by consumers for information-gathering about 
cigars as well as for cigar purchasing. As such, today’s cigar 
smokers and potential cigar smokers are much more 
sophisticated and informed regarding their knowledge of the 
products that they use. This is the result of the technological 
advances that now enable consumers to obtain instant 
information and as a result, has increased the information that 
they may already have had. 

15. For example, in the 1990s personal computers were in 
their infancy, being large and bulky and not as ubiquitous as 
they are today. And they were far from being as portable. Plus, 
the word “smartphone” was not part of our common 
vernacular back then as it is today, nor were portable 
telephone devices a part of a consumer’s everyday attire, as 
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they are today. In fact, iPads did not even exist until 2010 and 
even back then, they had nowhere near the sophistication and 
portability and information-gathering capabilities that they 
have today. 

16. Additionally, with consumers streaming to get their news 
and product research instantaneously, as they do today, print 
is no longer their sole  - and in many cases, even their primary - 
means of information-gathering, as it once was. Thus, in terms 
of a consumer’s access to instantaneous information, the world 
we live in today has technologically evolved into a lifestyle of 
instant information encompassing a global arena; it is a world 
that never existed back in 2002.  

17. Since 2002 I have met with and spoken with many 
hundreds of cigar smokers at events such as those described 
above, and through these interactions I have learned that 
consumers are much better informed about cigars than they 
were in 2002. As a result, their questions are often more 
detailed, such as asking about the growing seasons of tobacco 
and knowing which part of a tobacco plant produces the 
heaviest flavors. All of this shows that consumers are much 
better informed on all matters of interest to them than they 
were fifteen years ago. And that includes cigars, both Cuban 
and non-Cuban. 

18. The smoker of premium cigars – that is, hand rolled cigars 
made of all natural tobaccos and with long leaf filer tobaccos, 
(as opposed to smokers of mass-produced “machine made” 
cigars that are dramatically less expensive)  - is a much more 
astute consumer today than in 2002. After all, if someone is 
paying anywhere from $7 and up for a premium cigar (the 
General Cigar Cohiba cigar typically retails, depending on size 
and sub-brand, from approximately $7.20 to $23 each, not 



EAST\143072088.3 8

including state and local taxes), it is far from being a random 
choice or a casual purchase. It is a definite monetary 
commitment to a product that is a symbol of a luxury lifestyle. 
As a result, that cigar smoker is keenly interested in 
discovering specific details concerning the cigars he is 
interested in buying, including their tobaccos, strength, and the 
countries in which they are made.  

19. Thus, the premium cigar smoker is constantly updating 
his information about the current cigar scene. Like the 
consumer of fine wines, this fact checking and updating of 
information by premium cigar smokers is an on-going process. 
It is not unusual to see cigar smokers today constantly 
checking their iPhones to verify a cigar’s price, availability, and 
country of origin. Their searches are made even easier thanks 
to the growing number of cigar apps, such as Cigar Boss, Cigar 
Scanner, and Mobile Stogie that can be downloaded to their 
iPhones, much as wine purchasers have apps for wine brands 
and varietals.  

20. Premium cigar smokers constantly conduct their cigar 
searches in tobacco shops, or sitting with a group of fellow 
cigar smokers, or even by themselves at their computers, 
looking for specific information about brands. This identical 
phenomenon is also readily apparent when consumers are 
Googling other products as well, but with cigars, specifically 
the information that most often comes up in these searches is 
the wrapper-binder-filler tobaccos used in that specific cigar, 
the shape of the cigar, its price, and its country of origin, which 
is often accompanied by an image of the banded cigar itself, as 
seen on popular websites such as jrcigars.com, famous-
smoke.com, and Thompsoncigars.com. 
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21. Because of all these aforementioned technological 
advances, today, there is a much greater knowledge among 
cigar smokers of the cigar world around them than there was 
in 2002. My book has certainly made consumers aware of the 
differences between Cuban and non-Cuban cigars, and this is a 
popular topic of conversation among cigar smokers on internet 
forums and elsewhere. After all, it cannot be denied that there 
is a definite cachet to Cuban cigars, in large part because they 
are the “forbidden fruit” to Americans due to the U.S. embargo 
on importing and selling Cuban cigars in the U.S.  However, 
after more than fifty years, the Cuban embargo is “old news” to 
American citizens, and especially to American cigar smokers. 

22. Recently, relaxed rules concerning travel by U.S. citizens 
to Cuba and the fact that U.S. citizens can now legally bring 
Cuban cigars into the United States as long as it is for their 
personal use has led consumers to ask whether the commercial 
situation has changed. I speak to many tobacconists, and some 
of them tell me that because of these changes, sometimes a 
customer will ask them if he can now buy Cuban cigars in the 
U.S. Of course, the tobacconists, who are another source of 
information for the consumer, always reply no, Cuban cigars 
cannot be sold in the United States. 

23. As a result, the next thing a customer will often ask, is 
“Well, what do you have that is similar to a Cuban cigar in 
flavor or strength?” In short, consumers know that Cuban 
cigars are illegal to purchase in America and if for some reason 
they are unaware of this, their tobacconist will quickly point 
out the fact and will steer that customer to a non-Cuban cigar 
that he can legally sell.  

24. Thus, in my experience, based upon my thousands of 
interactions with cigar smokers and tobacconists, I have 
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concluded that today, potential and actual smokers of premium 
cigars are aware that they cannot legally obtain Cuban cigars, 
including the Cuban Cohiba, in the United States. As a result, 
those smokers also know that the Cohiba cigars made by 
General Cigar and the Cohiba cigars made in Cuba are 
completely different and unconnected, because they can, in 
fact, purchase a Cohiba cigar made by General Cigar in the 
United States. 

25. In addition, there are publications, including my own, that 
spotlight the fact that these two cigars are different. For 
example, in the fourth edition of The Ultimate Cigar Book (and 
in the previous three editions as well), in the chapter that lists 
all of the cigar brands in the world, I list the two different 
Cohiba cigars under two different headings and on different 
pages: on page 279:  “Cohiba (Cuba) Yes, this is the cigar, the 

one that was originally reserved only for invited dignitaries to 

Cuba….” And on page 282: “Cohiba (Dominican 

Republic/Nicaragua) In 1993 this cigar was introduced to U.S. 

smokers via the Alfred Dunhill stores….etc.” 

26. There are many other examples as well. For example, on 
the website of the Thompson Cigar Company (the oldest mail 
order cigar company in the United States) under a blog by “Pat 
the Cigar Guy” 
(https://www.thompsoncigar.com/blog/dominican-cohiba-vs-
cuban-cohiba/) it reads, in part: “The Dominican Cohiba [a 
General Cigar product] has an incredible flavor that isn’t 
overpowering. Between the draw, the look of the wrapper, the 
burn and more importantly, the construction is a thing of 
perfection. I’ve never come across a Cohiba that didn’t smoke 
well so I decided to put the Dominican Cohiba to the ultimate 
test; compare it to a Cuban Cohiba. So, I’m in the Caribbean and 
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I buy a Cuban Cohiba and with me is my Dominican Cohiba and 
I start to compare…” 

27. And from the Business Insider website 
(http://www.businessinsider.com): “Cohiba is the Cuban 
brand of cigar, illegal in the United States (that we knew). 
There is another Cohiba you can get here legally, but it's made 
in the Dominican Republic — those have red dots on them…” 

28. I should point out that these internet mentions are made 
with the assumption that the reader already knows Cuban 
Cohibas and Cohibas made by General Cigar are completely 
different as to their country of origin. It is a well-known fact 
today. 

29. Further contributing to the consumer’s awareness of the 
differences between Cuban Cohibas and Cohibas made by 
General Cigar is the fact that the cigar bands on the General 
Cigar Cohiba cigars, and the boxes in which General Cigar 
Cohiba cigars are displayed and sold are distinctly different 
from the corresponding elements of Cuban Cohiba cigars. In 
addition the General Cigar Cohiba bands have a tagline on the 
band that plainly points out that it is made in either the 
Dominican Republic or Nicaragua, while the Cuban Cohiba 
band is very distinct, not only in its design, but with the words 
“Habana” or “La Habana” on the band.  

30. It should also be pointed out that the majority of cigar 
magazines that cropped up during the cigar boom of the 1990s 
have gone out of business and even Cigar Aficionado – the 
magazine that initially gave a boost to Habanos and the Cuban 
Cohiba – no longer has the clout it once had. Part of the reason 
for this is that other lifestyle magazines, such as Robb Report,  
GQ, and Departures, now cover cigars as part of their overall 

http://www.businessinsider.com/
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subject matter, so there are other places for consumers to get 
their cigar information besides Cigar Aficionado, not the least 
of which is the internet and numerous cigar forums. However, I 
should point out that the U.S. edition of Robb Report does not 
feature Cuban cigars, as they are illegal to purchase in the U.S. 
and our readers are aware of that. They may ask where they 
can buy Cuban cigars out of the U.S., but they know Cuban 
cigars cannot legally be purchased in the U.S. 

31. By the same token, consumers are now keenly aware that 
there are duplicate Cuban and non-Cuban brands, such as 
Partagas, Montecristo, and most definitely Cohiba, which 
unlike these other two examples, does not even share a 
similar-looking band or box. Indeed, consumers now closely 
identify the General Cigar red-dot Dominican or Nicaraguan 
Cohiba as a totally different cigar than the Cuban version, with 
its distinctive yellow and black color combination and Taino 
Indian silhouette, although it should be mentioned that some 
cigar smokers do not know the silhouette is that of a Taino 
Indian. But they do know those artistic elements (the yellow, 
gold, and black design and the Taino silhouette) are found only 
on Cuban-made Cohibas, just as they know the red dot inside 
the “O” of the Dominican and Nicaraguan Cohiba indicates that 
the product is the General Cigar non-Cuban cigar. The bands of 
the Cuban and General Cigar Cohibas are graphically 
dramatically different (see Attachment E), as are the box 
designs (see Attachment F ).  The General Cigar band and box 
designs can be seen by U.S. consumers in many cigar reviews 
as well as in magazine and on-line advertisements. 

32. Even for those unexposed to the differences between the 
Cuban Cohiba and the General Cigar Dominican or Nicaraguan 
Cohiba, all they have to do is to Google any of these cigars on 
their iPhones or computers and the answers appear, for a 



cigar's country of origin is one of the key points of information 
that is brought up, along with graphics of the cigar's band itself, 
which is just as identifiable. In addition, cigar reviews, whether 
on-line or in print, invariably give a cigar's country of 
manufacture as part of that cigar's identity, a standard editorial 
procedure that can be seen in my cigar reviews. This is yet 
another feature of separating the well- known General Cigar 
Cohibas from the Cuban Cohibas. As a result, the General Cigar 
Dominican and Nicaraguan Cohibas are extremely well-known 
by American consumers, who recognize them as non-Cuban 
products. 

33. Therefore, it is my conclusion, based upon the experience 
and data described above, that today, given the far greater 
knowledge of both Cuban and non-Cuban cigar brands by the 
United States cigar smoker than existed in 2000, and with the 
ready access to information that can be obtained by the 
consumer instantly with merely the tap of a key, there is no 
appreciable confusion among today's potential and actual 
premium cigar smokers between the Cuban Cohiba from 
Habanos and the Dominican or Nicaraguan Cohiba 
from General Cigar. Those smokers know that the cigars come 
not only from different countries, but also from different and 
unrelated manufacturers. A United States cigar smoker who 
spends between $7 and $23 for a General Cigar Cohiba in the 
United States knows that he is buying a premium cigar, but not 
one that is connected with the Cuban Cohiba sold in other 
countries. 

Dated: May 31, 2017 

RICHARD CARLETON HACKER 
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Richard Carleton Hacker is one of the world's foremost 
authorities on the subjects of cigars and cigar smoking.  He is 
the author of twelve books, including The Ultimate Cigar Book, 
now in the second printing of its fourth edition and the book 
that is generally credited with having helped start the cigar 
boom back in the early 1990s, when it was first published.  In 
addition, he is a Senior Contributing Editor for The Robb 
Report, America’s leading luxury lifestyle magazine, and is a 
contributing writer on cigars for other national and 
international publications.  Mr. Hacker has written hundreds of 
articles on the topic for additional publications in the United 
States and Europe.  He has been knighted in Germany by the 
Internationales Tabakskoliegium for his extensive and 
dedicated writings about tobacco.  

He is personally acquainted with all of the major cigar-making 
companies throughout the world, as well as many of the 
smaller manufacturers and cigar-making families.  Mr. Hacker 
has personally visited and studied cigar factories and tobacco 
farms in every major geographic area, including Cuba, the 
Dominican Republic, Honduras, Nicaragua, and Europe.  He 
currently maintains cigars in a number of humidors and keeps 
detailed tasting notes on hundreds of cigar brands from all of 
the major tobacco-producing regions of the world.  Mr. Hacker 
also collects cigar memorabilia, including cigar boxes, labels 
and cutters. 

 In 1975, Mr. Hacker became the marketing and public 
relations consultant for Tinder Box International, Ltd.  Since, 
he has served as a cigar consultant for both corporations and 
individuals.  He is also has been a popular keynote speaker at 
cigar night “smokers.”  In addition, Mr. Hacker has been the 
subject of numerous radio, television, newspaper, and 
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magazine interviews.  He is recognized as an international 
spokesman of the cigar industry.1

RELEVANT PROFESSIONAL EXPERIENCE 

1975  Marketing and Public Relations Director of Tinder  
  Box International, Ltd. 

1995  Senior Contributor of the Robb Report. 

1 As one of the world's foremost writers on the pleasures of tobacco, Richard Carleton Hacker has long 

been known as the "cigar czar." – Los Angeles Times: “Cigar Czar” Knighted by German Town 
http://articles.latimes.com/1995-02-10/local/me-30570_1_cigar-czar
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Author of cigar-related articles printed in consumer 

publications including:  

 Playboy Magazine 

 Smoke Magazine 

 Smokeshop Magazine 

 The Tasting Panel 

 Robb Report Magazine 

 Robb Report Host’s Guide 

 Caviar Affair Magazine 

 Collection Magazine 

 European Cigar Cult Journal 

 Safari Magazine 

 Quarterly Review of Wines 2007 

 Drinks Magazine 

 Indulge Magazine 

Author of cigar-related articles printed in online consumer 

publications including: 

 robbreport.com 

 RobbVices 

 cigarworld.com 
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BOOKS AUTHORED: 

 The Muzzleloading Hunter, Winchester Press, 1981;  

 The Ultimate Pipe Book, Autumngold Publishing, 1984 
(First U.S. Edition); 

 The Christmas Pipe, Autumngold Publishing, 1986; 

 The Ultimate Pipe Book, Souvenir Press, 1988 (First 
British Edition); 

 The Muzzleloading Hunter, Outdoor Life Press, 1988; 

 The Ultimate Pipe Book, Autumngold Publishing, 1989 
(Second U.S. Edition); 

 Die Kunst Pfeife zu rauchen, Wilhelm Heyne Verlag, 1991 
(First German Edition); 

 The Ultimate Cigar Book, Autumngold Publishing, 1993 
(First U.S. Edition); 

 Die Welt der Zigarre, Wilhelm Heyne Verlag, 1995 (First 
German Edition); 

 The Ultimate Pipe Book, Andre Deutsch, 1995 (Second 
British Edition); 

 The Ultimate Cigar Book, Autumngold Publishing, 1996 
(Second U.S. Edition); 

 Rare Smoke - The Ultimate Guide To Pipe Collecting, 
Autumngold Publishing, 1999; 

 The Ultimate Cigar Book, Autumngold Publishing, 2000 
(Third U.S. Edition); 

 Das Handbuch des Pfeifenrauchers, Wilhelm Heyne 
Verlag, 2000 (First German Edition); 

 Pipesmoking - A 21st Century Guide, Autumngold 
Publishing, 2000; 
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 Die Welt der Zigarre, Collection Rolf Heyne, 2001 (Second 
German Edition); 

 The Ultimate Cigar Book, Skyhorse Publishing, 2015, 
Fourth U.S. Edition 

VIDEOS: 

 The Ultimate Pipe Video (Premiere Edition), 1987; 

 The Ultimate Pipe Video (Collector's Edition), 1987 

AUDIO TAPES: 

 CigarQuest-Conversations In Smoke, 1997 

SPEECHES: 

 Ritz-Carlton Resorts (Laguna Niguel, CA; St. Louis, 
Missouri) 

 Blancpain Watches 

 Alfred Dunhill, Ltd. 

 Balboa Bay Club, Newport Beach, CA 

 Los Angeles Athletic Club, Los Angeles, CA 
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MENTIONS OR FEATURES IN PUBLICATIONS: 

 Luxe Beat Exclusive: Interview with “Cigar Czar” Richard 
Carleton Hacker 
luxebeatmag.com/luxe-beat-exclusive-interview-cigar-czar-
richard-carleton-hacker/ 

 Author of top-rated cigar book on Amazon.com 
https://www.amazon.com/Ultimate-Cigar-Book-
4th/dp/1632206579 

 Los Angeles Times: “Cigar Czar” Knighted by German 
Town 
http://articles.latimes.com/1995-02-10/local/me-
30570_1_cigar-czar 

 Los Angeles Times article, quoted in The Vice That Binds 
http://articles.latimes.com/1994-08-12/news/va-
26509_1_premium-cigar 

 Profiled in Los Angeles Times Article: 
Smoke Gets In His Buys” 
http://articles.latimes.com/1994-08-12/news/va-
26509_1_premium-cigar 



EAST\143072088.3 24

Attachment E 



EAST\143072088.3 25

Cohiba Red Dot Band

Cohiba Linea Clasica Band 
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Attachment F 
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Cohiba Red Dot Box 

Cohiba Linea Clasica Box  
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